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M KOMIUIEKC NPEITIOKEHUH TI0 CHUKEHHIO
YPOBHSI KOPPYMIIMPOBAHHOCTH B a/IMH-
HUCTPaTUBHBIX cyfax. llpuBeneHHbIE B
JAaHHOM Hay4HOIl paboTe HampaBleHUs
COBEPIIEHCTBOBAHHS ACATENBHOCTH  aJl-

MHUHUCTPATHBHOTO CYHOIIPOM3BOJCTBA, M
KOHKPETHBIC IPEJIOKEHHUS Ha 3TOT CyeT
XOTA M SABIIIOTCS COZCPIKATENbHBIMU U
000CHOBaHHBIMH, OZIHAKO OHM JIAJICKO He
ncuepneiBaromue. [locraBnennas B cra-
ThE MPOOJIEMa PACKPBIBACTCS JOCTATOYHO
DIyOOKO U 1O CYTH, BMECTE C TEM BOIIPOCHI
JIAHHOM HAy4YHOU paOOThI SIBJISIIOTCS OYEHb
00beMHBIME U TPeOyIOT Ooliee MIMPOKOTo
JIMCCEPTALIMOHHOTO MCCIIEIOBAHMSI.
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Summary
The article is devoted to the problem of examination of descriptive trademarks,
specifically concerning the principles of expertise, features taken into account, acquisition
of secondary meaning and the role of public opinion concerning the distinctiveness of
the sign. On the basis of the Judgment given by the Court of European Union illustrated
in the article, we revealed the way to examine and compare intrinsic features of the

product and the sign, obtained for it.
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AHHOTAIUSA
Crarbs MocBsIleHa NpodiIeMe SKCIIEPTHOTO HCCIeJOBAHUS H300pa3UTEeIbHBIX TOP-
TOBBIX 3HAKOB, @ UMEHHO YTO KaCaeTCsl PyKOBOJCTBYIOIINX PUHLIUIIOB OCYIIECTBICHHUS
EKCIIePTHU3BI, XapaKTePHBIX Ka4eCTB 3HAKa, IIPHOOPETECHHST BTOPOCTEIIEHHOTO 3HAUSHHS,
a TaKKe POJNU OOIIECTBEHHOTO MHEHHs O HAJIMYMU OTIMYMTEIBHBIX YepPT TOPrOBOTO
3Haka. Ha ocHoBanmm pemenust Cyna EBporeiickoro Coro3a MBI pacKpbUIH CIIOCO0 HC-
CJIEZIOBAHUS ¥ CPABHEHHSI CBOMCTBEHHBIX TOBAPY XapaKTEPHCTHUK U 3HaKa, KOTOPBIH MPH-

MCHACTCA IJIA 0003HaYEHUS JaHHOTI'O TOBapa.

KuarwuesBble ciioBa: TOBapHLIfI 3HaK, BBCIICHHUC HOTpe6I/ITeJ'I5{ B 3a6ny>1<z1eHHe, OTJIn-
YUTCJIBHOC Ka4€CTBO, H306pa3HTeHBHBIﬁ 3HAK, BTOPOCTCICHHOC 3HAYCHUC 3HAKA.

Problem statement. The issue of
intellectual property protection
sets huge debates between scientist and
practices, especially when it comes to
the determination of a trademark name/
indication, its lawfulness and existence of
all grounds for granting legal protection.
However, we often collide with unfair
and indecent traders/suppliers who use
the reputation of the competitors for
their own benefit. It is the key problem
which gives a arise to the discovery of a
distinctiveness of trademarks, in this rate
— descriptive trademarks and likelihood of
confusion among the consumers.

Relevance. Nowadays trade market
can be characterised as an overflow of
goods/services of various types, classes,
satisfying all basic and fastidious needs
of consumers. When the trademakr
appears on the horizon of the commerce,
it should be granted a legal protection
from unauthorised access, meaning
the trademark name must be the sole
indication on the market of the respective
goods/services applied for.

Motivation. The prior aim of the
article is to reveal the main principles
of the trademark examination as to
the fact of descriptiveness, distinctive
character and its ability to provoke a
likelihood of confusion. In what way the

examination must be carried out, what
principles should be followed and finally
what characteristics must be taken into
account while discovering the level of
distinctiveness of the trademark.

In the century when commercial
relations dominate and trade goes far
beyond national borders, merchandise
market offers a huge variety of
opportunities for consumers. Goods and
services being introduced on the market
encourage business extension, develop
competition between sellers of goods/
suppliers of services and provides for a
diversity of presented goods and services.
The main principle on the market is
considered to satisfy public needs in
offered goods/services. For that particular
reason owners build their work with the
aim to maintain positive reputation on the
market and to promote own trademark,
taking into consideration requirements
and standards for the protection of goods
and services under certain trademark
name.

Goods and services are represented on
the market under respective indications,
chosen by its owner. A «trade mark«
means any sign capable of being
represented graphically which is capable
of distinguishing goods or services of
one undertaking from those of other
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undertakings. A trade mark may, in
particular, consist of words (including
personal names), designs, letters,
numerals or the shape of goods or their
packaging [1].

Trademark name serves as a mean
of individualization of products, which
involves reference to the origin of goods/
services in the title or label of product,
distinguishes product among similar ones,
is used in advertising and protects against
unauthorised use of third parties. Stated
briefly, it is designed to avoid consumer
confusion over the trademarks of the
owner and other commercial names used
in connection with goods and services of
the same class.

In this context occur problems
concerning the name of the trademark
and cause of likelihood of confusion
among consumers as to the source of
production of goods/services and their
owner. One of the conditions for acquiring
distinctiveness is consumers’ imagination
concerning the place of the trademark on
the market. It leads to the vizualization of
the trademark name being embodied in
certain word or phrase.

In this context we can talk about the
scale of force of the trademark. Names
that comprise unusual combination of
words and/or signs, fonts and figures,
colors and space order are perceived
to have strong distinctive character. To
compare signs which consist of single
words of common generic use possess
weak distinctive character. It can be
demonstrated on the example of the
trademark ‘Apple’ for computers and other
technical devices. ‘Apple’ is accompanied
by the drawing of its implementation — an
apple. Consequently, we can state that
the foregoing trademark name possesses
strong distinctive character because the
sign and the meaning of the word, used
as a trademark logo, do not tie on the type
of goods it represents. So, the consumers
will be able to identify the source of
goods immediately, not applying any
sensors, such as imagination and thinking,
consequently — no likelihood of confusion
as to the producer of devices.

It is a common practice in litigations
to refer to expertise in intellectual
property, particularly with a question of
descriptiveness of a trademark and as an
outcome, likelihood of confusion among
consumers as to the fact of origin of
goods/services.

If the business has chosen the mark
because of its ability to emphasize a key
characteristic of the product or service
that the business offers, it may be in for
even more bad news-the mark may be
a «descriptive» one and therefore not
sufficiently distinctive to warrant legal
protection. [2, p. 1].

Ukrainian legislation outlines that
‘trade marks which consist exclusively
of signs or indications which may
serve, in trade, to designate the kind,
quality, quantity, intended purpose,
value, geographical origin, the time of
production of goods or of rendering of
services, or other characteristics of goods
or services’ shall not be granted legal
protection [3, p. 4]. It is sufficient if one
of the meanings of the mark designates a
characteristic of the goods/services. This
must be taken as applying only where there
is a reasonable likelihood that the sign in
question will serve a descriptive purpose
in the ordinary course of trade. What must
be considered is whether third parties are
likely to use signs corresponding to the
trade mark applied for in order to describe
characteristics of the goods/services
covered by the application [4, p. 10-11].

Descriptive marks do not identify the
source of a product as well as a mark that
is fanciful, arbitrary, or suggestive because
descriptive marks retain their original
descriptive meaning. As descriptive marks
quickly and cheaply provide consumers
with information regarding the attributes
of a product, protecting exclusive rights in
such marks does not directly and materially
further trademark law's goal of helping
consumers identify and distinguish among
the products of competing manufacturers
[, p. 1095, 271].

Firthermore, the main aim for not
registering descriptive signs or indications
is that such signs should be free for use by
all and should not be monopolised by any
single trader.

Principles of assessing a
descriptiveness of a mark. Trademark
should be examined as a whole. This
is because of the principles laid down
by the ECJ in the case of Procter &
Gamble Company v OHIM (Case C-
383/99P) in relation to BABY-DRY for
babies’ nappies: descriptiveness must
be determined not only in relation to
each word taken separately but also in
relation to the whole which they form.
Any perceptible difference between the
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combination of words submitted for
registration and the terms used in the
common practice of the relevant class
of consumers to designate the goods or
services or their essential characteristics
is apt to confer distinctive character on
the word combination enabling it to be
registered as a trade mark.

A mark consisting of a word or
neologism composed of elements, each of
which is descriptive of the characteristics
of the products or services in respect of
which registration is sought, is itself
descriptive and non-registrable, unless
there is a perceptible difference between
the word or neologism and the mere sum
of its parts.

In order for a mark to be capable of
registration, it must produce an impression
that is sufficiently far removed from that
produced by the mere combination of
meanings lent by the elements of which
it is composed. In that case, the ECJ was
guided by public interest grounds that
descriptive trade marks should be kept
free for all to use. [6, p. 6-7]

Descriptive trademark should not
necessarily be embodied exclusively
in characteristics of goods/services, in
most cases they design merely the most
prominent and remarkable features of
this certain type of product. For instance,
LIGHTS for cigarettes means from the
view of a consumer an amount of nicotine,
namely ‘light cigarettes’, or for example
SLIM FIT for sportswear symbolizes
‘sportive shapeliness’.

Besides, a trademark can be admitted
to be descriptive if the vocabulary meaning
of the word (trademark name) corresponds
to the notion and purpose of the mark. As
a sample, can serve a trademark «Auction
Web« for online auctions. ‘Auction’
has a definition of ‘bidding, tenders’
and transmits the general meaning and
assignment of the word [7, p. 18 ]. “Web’
— is a widely spread name of an Internet.
In conclusion, with the combination of
these two words we receive a descriptive
name of auction in Internet that except
of activity description and venue, does
not carry any other meaning. Moreover,
it does not associate with the founder, or
any organization/legal entity in charge of
it. All this makes the choice of trademark
name inappropriate and unpractical.

Under such circumstances competitors
could also wuse the aforementioned
wording for characteristic of their own
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goods/services or it is already used in
the ad. In this rate we come across the
issue of the likelihood of confusion as the
trademarks of this type of services are not
distinguishable.

When a descriptive term has been
converted into a trademark for certain
goods, a party other than the trademark
owner may not use the descriptive term
as a trademark under circumstances that
are likely to cause confusion. However, a
party other than the trademark owner may
use the descriptive term «otherwise than
as a mark . . . fairly and in good faith . . .
to describe the goods . . . of such party«.
For example, even if one party establishes
trademark rights in CLEAR for bottled
water, another party may describe its
brand of bottled water as appearing «clear
as a lake on a bright summer day« [8, p.

859-869].

Another  side  of  descriptive
trademarks examination is aquisition
of secondary meaning. Secondary

meaning possesses a sign which copies a
description of features of a certain type of
goods/services, however consumers could
unmistakably identify at once a source of
origin of goods/services, at the same time
it points on the functional characteristics
of product. Meaning, for the first sight
the trademark name is a common sense,
generic term, however it gains secondary
meaning while long-term usage for a
certain class of goods/services. As already
stated, secondary meaning may be
acquired by long-term use in commerce or
in a promotion of a trademark by means of
advertising.

It is evident for the trademark to obtain
secondary meaning apart from descriptive
the perception of it by consumers as a
brand name, well known with doubtless
denomination of origin of goods/services.
In this way a secondary meaning is
acquired when a meaning of a trademark
indication sounds for a consumer as a
source of origin rather than as a product
itself.

For instance, we can show the
trademark names with acquired secondary
meaning: ‘SHARP’ for TV; ‘DIGITAL’
for Computers; “WORLD BOOK’ for
Encyclopedia; ‘AMERICA'S  BEST
POPCORN!” for Popcorn; ‘FORUM’
for business seminars and workshops;
‘PIZZAZZ’ for pizza

There exists a number of facts that
should be taken into account while

designation of a secondary meaning of
a trademark: (1) the extent of sales and
advertising leading to buyer association;
(2) length of use; (3) exclusivity of use;
(4) the fact of copying; (5) customer
surveys; (6) customer testimony; (7) the
use of the mark in trade journals; (8) the
size of the company; (9) the number of
sales; (10) the number of customers; and,
(11) actual confusion [9]. Accordingly,
we may observe a chain of continuous
and intervowen actions and facts that
constitutes a dynamics of trademark
functioning.

A trademark will be recognised to
meet all the conditions for registration and
become protected by the law if'its visibility
and popularity, with a extensive clients’
database will be proved. For instance, a
trademark XEROX for copying machines,
being well known and established its place
on the market ofering office equipment,
will have lawful grounds for registration
without any doubts concerning origin of
its products.

To make it more understandable in
practice, we will illustrate descriptiveness
of a trademark stated in the Judgement
of The European Court of Justice in case
T-512/10 Nike International Ltd v. OHIM
(Office for harmonization in the internal
market) [10].

The core provisions of the judgment
are the following:

— descriptive signs or indications
relating to the characteristics of goods or
services in respect of which registration is
sought may be freely used by all;

— signs or indications relating to the
characteristics of goods or services are
those which may serve in normal usage
from the point of view of relevant public
to designate, either directly or by reference
to one of their essential characteristics,
the goods or services in respect of which
registration is sought;

— sign's descriptiveness can therefore
be assessed only by reference to the goods
or services concerned and to the way it is
understood by the relevant public;

— as regards signs consisting of
neologism or of a word composed of
elements each of which is descriptive,
it should be borne in mind that the
combination of descriptive terms is itself
descriptive, unless because of the unusual
nature of the combination of meanings of
its component elements, with the result that
the word is more than the sum of its parts;
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— as regards to the relevant public, it
should be taken into account the public
who are able to understand the meaning
of the sign composed of English words,
being native speakers, or those who has
sufficient knowledge in English.

Conclusions. Trademarks are used in
conjunction with goods/services which
are offered on the market. Preliminary to
receiving trademark protection, the owner
must establish likelihood of confusion and
that his mark has acquired «secondary
meaning» or is «inherently distinctive».
Secondary meaning is a term used in order
to describe the mark's source identifying
characteristics. An indication or a sign
can not serve as a trademark unless it
identifies the source of the goods/services
that it is applied to.

Some marks are stronger in their
distinctiveness than others. A distinctive
mark does not possess a secondary
meaning for protection. A mark is
inherently distinctive for the existence
of inconspicuous connection between
the mark's attributes and the product or
service.

Legal framework of intellectual
property rights are not aimed to provide
for exclusive usage of certain words
or phrases, descriptive by their nature
for respective goods/services, to a
single trader. In order to restrain from
putting limitations on legal rights of
the owners to apply those words or
phrases in advertisements of their own
goods/services, descriptive trademarks
are recognized to cause a likelihood
of confusion, possess weak distinctive
character and cannot be granted a
registration.

In order to  designate the
distinctiveness of a trademark, it should
be borne in mind the meaning of the words
as a whole, public opinion concerning the
fact whether they associate a name of a
trademark with a product or with a source
of origin.
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CYIIHOCTD, IPEAMET U CHEIIU®UKA
HAYKHU UTH®OPMAIIMOHHOI'O ITPABA

Oubra CEJIEHEBA,
KaH/IUAaT IOPUIMYECKHUX HayK, JIOICHT,
JIOLICHT Kadyeipbl IPaXkJaHCKO-TIPABOBBIX AUCIHUILIMH OPUANYECKOro (aKyasTeTa
UBY3 «byKOBUHCKUI YHUBEPCUTET»

Summary

The article investigates the phenomenon of science information law in Ukraine.
Based on the ontological characteristics of science information law, its mission, offers
a definition of the latter, is considered its subject and is determined that it is wider than
the subject of information law as a branch of law. The author characterizes especially
science information law, its positive and negative aspects, analyzes the organizational
and legal forms of information science of law in Ukraine. Investigated the directions of
science information law. Served an expanded list of the forms that are used by scientists
for fixation their scientific results.

Key words: science information law, the subject of science information law, features
science information law, organizational and legal forms of science information law, the
directions of science information law.

AHHOTanMsA

Crarbs OCBSILIECHA UCCIIEIOBAHUIO SIBIICHUS HAYKH HH(OPMALIMOHHOTO TIpaBa B YKpa-
nHe. OCHOBBIBAsACh Ha OHTOJOTMYECKHMX XapaKTEPHCTUKAX HAyKW HH(OPMAILMOHHOTO
TpaBa, ee MpeIHa3HAuYCHHUH, TIPEUIAraeTcs ONPEACIICHUE MOCIEIHEN, pacCMaTpHBACTCS ee
IpeMeT U 00yCIIOBIMBACTCS, YTO OH IIMPE, YeM MpeaMeT HH(POPMAIIMOHHOIO TIpaBa Kak
oTpaciy npasa. ABTOPOM IOJIAI0TCS OCOOCHHOCTH HayKH MH(OPMALMOHHOIO TIpaBa, ee
MO3UTHBHBIC CIABUTH M HETaTHBHBIC CTOPOHBI, aHATM3UPYIOTCSI OpraHU3aLOHHO-TIPABO-
BbIe ()OPMBI HAyKH MH(POPMAIIMOHHOTO NpaBa YKpauHbl. BBIACHAIOTCS HaNpaBIeHUs Ha-
YKH HH(OPMAIIMOHHOTO TIPaBa, a TAKXKE JaeTCs PaCIIMPEHHbIN MepedeHb TeX GopM, KOTo-
PpbIC UCTIONB3YIOTCS YUCHBIMH JIJIsl 32KPCIUICHHS CBOMX HAy4YHBIX PE3YyJIBTATOB.

KiroueBble cjioBa: Hayka MHGOPMALIOHHOTO NIPaBa, NpeAMET HayKH MH(OPMAIHOH-
HOTO TIpaBa, 0COOCHHOCTH HAayKH MH(OPMAIMOHHOTO TpaBa, OpraHu3alOHHO-TIPABOBBIC
(opmbl Hayku HH(POPMAIIMOHHOTO [TPaBa, HAITPaBJICHHs HAyKH MH(OPMAIIOHHOTO TIPaBa.

I IocTaHOBKa npodjembl. Hayka
NH(POPMALIMOHHOTO TIPaBa HAXO-

JMTCs B Havaisie cBoero myTtu. Mccienosa-
HUS MHPOPMALIMOHHO-IIPABOBOI TEMATHKH,
O0COOCHHO TEOPETHKO-METOI0IOIHYECKOTO
coziepskaHus, MPOBOJWINCH HE 4YacTo, HO
CTOUT OTMETHTh TEHIEHLIUIO TOCTENIEHHOTO
YBEJIMYEHHSI TAaKMX HapaboToK. Bmecre ¢
TeM OCTaeTCsl OTKPBITHIM BOMPOC OHTONO-
ruv HHGOPMALIMOHHOIO TIpaBa KaK HayKu,
ee 00Iast XapaKTepUCTHKA.

AKTYyaJIbLHOCTh TeMbl. M3yuenue oc-
HOBHBIX MTPUHIMIIOB JIFO00# OTpacin Hay-
KM TTI03BOJISIET ITyO)Ke MOHSTH 3HAUCHUE TEX
MIOCTYJIATOB, KOTOPBIE €10 PACCMAaTPHBAIOT-
cs1, oOecriednBaeT BO3MOKHOCTD JIyYIIEro
TTO3HAHUS OTIPEIETIEHHBIX OOIIEeCTBEHHBIX
SBJICHUH, oOoramaer TeopeTuaeckuii GpyH-
IaMeHT 5Toi Hayku. MubopmammonHoe
MIPaBO KaK OJHA U3 HayK FOPHIMYECKOTO
LUKJIA JOCTAaTOYHO «MOJIOJAsh», UTO aKTya-
JIM3UPYET BOIPOCHI UCCIIEJOBAHUS €€ CYIII-
HOCTH ¥ IEPBUYHBIX HauaJl.

Crenens ucciegoBanus TeMsl. [Ipu
HCCIIe0BaHUN NH(OPMAIMOHHOTO IIpaBa
KaK HayKH CJIAyeT MPUHSATh BO BHUMAHUE

TPYZAbl YYEHBIX, HM3y4YaBLIMX HOpHUANYE-
CKyI0 HayKy B LenoMm. Cpeau Takux yue-
ueix — C. JI. Tycapes, E. I1. EBrpadosa,
T. A. Konomoer, A. /1. Tuxomupos u npy-
rue. Kpome TOro, HEKOTOpBIE BOIIPOCHI
HayK{ MH(POPMAIIMOHHOIO ITpaBa paccMa-
tpuBamu W. B. Apucrosa, B. M. Bpbik-
ko, A. M. Mapymiak, B. C. [[pimbaiioxk,
B. K. llIxapyna u apyrue. Ho oHTonoru-
YEeCKHEe acIeKThl HH(POPMaMOHHOTO TTpa-
Ba KaK HayKu TPeOyIOT CBOEro JalibHEii-
IIETO BBISICHEHHUS.

Ienplo cTaTbu sBIAETCSA PACKPHITHE
CYIIHOCTHU ¥ IpeaMeTa nH(OpManoHHO-
TO TpaBa KaK HayKH, a TaKKe XapaKkTepu-
CTHKa €€ CIeU(PUISCKUX 0COOCHHOCTEH.

H3zii0:keHNe OCHOBHOTO MaTepHuaJa.
Hayka mH(pOpMalMOHHOTO TpaBa SBJISCT-
Cs1 9aCThIO IOPUANYECKON HayKu, KOTOpas,
B CBOIO OYEPE/ib, SBISIETCS] YACTHIO HAYKH
B nenoMm. Kak ormeuaer M. C. Kenbman,
«Hambornee pacmpoCTPaHEHHBIM W pas-
pabOTaHHBIM €CTh MOHMMaHHE HAayKH Kak
BH/Ia TI03HABATEIIHOI JESATEIbHOCTH, TIPO-
1ecca BbIPaOOTKU HOBOTO 3HaHWs» [, C.
5]. «BuemHe Hayka IpencTaBIsieT cOOOM



